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(1) Real Party In Interest 
The real party in interest is Launchpoint, Inc. a corporation having its primary 
place of business at 2800 NW 29 th Ave., Portland, OR 97210-1704. 

(2) Related Appeals And Interferences 

To the best of Appellants 1 knowledge, there are no appeals or interferences 
related to the present appeal, which will directly affect, be directly affected by, or have a 
bearing on the Board's decision. 



(3) Status Of The Claims 

Claims 1-6 and 8-15 remain pending and are reproduced, as pending, in 
Appendix A. 

Claims 1 , 5 and 1 1 were rejected under 35 USC §1 02(b) as being anticipated by 
Maxwell USP 5,805,810, in the Final Office Action dated December 3, 2003. 

Claims 2-4, 6-10 and 12-15 were rejected under 35 USC §103 as being obvious 
in view of Maxwell in combination with one or more other references. 

(4) Status of Amendments 

No claim amendments have been made since the mailing date of the final 
rejection. 
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(5) Summary of the invention 

Embodiments of the present invention include a novel distributing system for 
distributively facilitating physical mailing utilizing electronic messaging. In one 
embodiment, the present invention includes a server equipped to 

receive an electronic message that includes message attributes including a 

message recipient and printing criteria, 
determine a recipient phys ical add r ess re sponsive to the message recipient 

attribute contained with the electronic message, 
compare the message recipient physical address with a plurality of pr inting 
lo cations, 

select one of the printing locations based at least in part on the results of said 
compare and 

send the electronic message to the selected printing location. 

(6) Issues Presented 

I. Whether claims 1, 5, 11 are patentable under 35 U.S.C. §102? 

II. Whether claims 2-4, 6, 8-10, 12-15 are patentable under 35 U.S.C. §103? 



(7) Grouping of claims 

For purposes of this appeal, based on the above listed grounds of rejection, all 
claims 1-6 and 8-15 stand or fall together. 



(8) Arguments 



Rejection of claims 1, Sand 11 under 35 U.S.C. §1 02(a) 1 was improper because 
Maxwell failed to teach at least one recited limitation of each of these claims . 

The law is well settled that anticipation under 35 U.S.C. §102 requires the 
disclosure in a single piece of prior art, each and every limitation of a claimed 
invention. See e.g. Electro Med. Sys. S.A. v. Cooper Life Sciences, 34 F.3d 1048, 
1052, 32 USPQ2d 1017, 1019 (Fed. Cir. 1994). Thus to anticipate the present 
invention, Maxwell (USP 5,805,810), the prior art relied upon by the Examiner, must 
disclose and teach each and every element of claims 1-12 and 23-26. 

Claim 1 recites 

1 A mail delivery apparatus for delivery of mail to a user's physical address 
comprising: 

a storage device; and 

a processor coupled to the storage device; 

the storage device storing a program for controlling the processor; and 
the processor operative with the program to 



receive an electronic message that includes message attributes including 

a message recipient and printing criteria, 
determine a recipient physica[jddress responsive to the message 

recipient attribute contained with the electron ic mess age. 
compareJhejT^ physical address with ajDlurality^ 

l ocatio ns, 

select one of the printing locations based at least in part on the results of 

said compare; and 
send the electronic message to the selected printing location. 



Accordingly, claim 1, requires an element adapted to 

compare the message recipient physical address with a plurality of printing 
locations, 

1 In the Final Office Action, the Examiner cited Maxwell as a 102(b) prior art, and later in the Advisory 
Action corrected it to a 102(e) prior art. Neither are correct. Given Maxwell was issued approximately 9 
months before Appellants' priority date, Applicants assume the Examiner meant 102(a). 
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select one of the printing locations based at least in part on the results of said 
compare; and 

send the electronic message to the selected printing location 
(hereinafter, the COMPARE, SELECT and SEND operations). 

In rejecting claim 1, the Examiner relied on Maxwell (USP 6,154,818). In 
particular, the Examiner asserted that Maxwell anticipated the required element for 
performing the enumerated COMPARE, SELECT and SEND operations, relying on 
Maxwell's disclosure on col. 13, line 33, to col. 14, line 67). 

As Applicant explained in an earlier response, starting on col. 13, line 33, running 
through col. 14, line 16, Maxwell merely disclosed 

- a "message validator" accesses the recipient database to determine whether 
recipients identified in email messages by senders have been previously registered (col. 
13, lines 33-37); and 

- an implementation of the recipient database (col. 13, lines 38-50). 
Starting with col. 14, line 17, and running through line 29, Maxwell asserted 

certain benefit of its invention, that is, its invention 

"permits a sender located in one country (e.g. Brussels) to send a letter (i.e. 
netgram) to a recipient in another country (e.g. United States), eliminating the need to 
use international postal services (i.e. the postal service of both countries) and 
minimizing the postal charges resulting from using international postal services". 

The dis closure j sjassert ion of a benefit, not the teaching ^ofan element (including 
itsjmplei^ to achieve the benefit. Thus, the ^ited passage, by definition cannot 
anticipate any^el emen t, in [par ticular the required element of claim ,! 

The law is also well settled that if there was anticipation, there should have 
been symmetry with infringement "That which infringes if later, anticipates if earlier", 
see e.g. Kalman v Kimberly-Clark Corp., 713 F.2d 760, 772, 218 USPQ 781 (Fed Cir. 
1983), cert denied, 465 U.S. 1026 (1984). In other words, if Maxwell, in particular, the 
cited passages have taught an element that anticipated the required element in claim 1 , 
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then applicant should be able to find Maxwell, in particular, the cited passage infringing, 
had Maxwell been later than the application on appeal. 

However, no such infringement can be found in the cited passage. 

As Appellant has explained in a prior response, the asserted benefit can be 
achieved by a system located in the U.S., offering networked access to a sender in 
Brussel, to send a electronic message to the U.S. located server, to cause the desired 
physical mail to be generated and mailed to a desired recipient in the U.S. 

Further, Maxwell's defense would be completely supported by its own description 
of the operating logic of its Print Queue Processor, which was provided, starting in col. 
12, line 37, running through col. 13, line 9. No where in these descriptions can any 
trace of the required COMPARE, SELECT and SEND operations can be found. 

Accordingly, given Maxwell cannot be found as infringing on Applicant's claim, 
had Maxwell be later than Applicant, there is no symmetry between Maxwell and 
Applicant's teachings. Without symmetry there could be no anticipation by Maxwell. 

The above discussed failure of Maxwell can also be analyzed from the 
perspective of Maxwell failing to meet the well settled law of an anticipatory prior art 
having to have sufficient disclosure to enable a person of ordinary skilled in the art to 
practice the invention. See e.g. In re Paulson, 30 F.3d, 1475, 1478, 31 SPQ 2d 1671, 
1673 (Fed. Cir. 1994). As discussed earlier, the passage relied by the Examiner merely 
asserts a benefit, and the detailed description of the Print Queue Processor contains no 
teachings for a person of ordinary skill on hovvto accommodate a sender from a ny 
location, sending electronic messages to cause physical mails to be delivered to 
recipients at any location. 

Thus, whether analyzed from the "symmetry perspective, or from an 
"enablement' perspective, Maxwell does not anticipate claim 1. Without anticipation by 
Maxwell, claim 1 is patentable under 102(a). 
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Claims 5 and 1 1 contain in substance the same distinguishing limitations of claim 
1 . Accordingly, for at least the same reasons, claims 5 and 1 1 are patentable over 
Maxwell. 

Claims 2-4, 6, 8-1 0, and 1 2-1 5 are dependent on either claim 1 , 5 or 1 1 , 
incorporating its limitations. Accordingly, for at least the same reasons, claims 2-4, 6, 8- 
10, and 12-15 are patentable over Maxwell. None of the additional cited references 
remedy the above discussed deficiency of Maxwell. Thus, claims 2-4, 6, 8-10, and 12- 
15 remain patentable over Maxwell, even in view of these additional references. 

(9) Conclusion 

Appellant respectfully submits that all the appealed claims in this application are 
patentable and requests that the Board of Patent Appeals and Interferences overrule 
the Examiner and direct allowance of the rejected claims. 

(10) Epilogue 

This brief is submitted in triplicate, along with a check for $165 to cover the filing 
of appeal brief fee for a small entity as specified in 37 C.F.R. §1 .1 7(c). We do not 
believe any fees, in particular extension of time fees, are needed. However, should that 
be necessary, please charge our Deposit Account No. 500393. 
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In addition, please charge any shortages and credit any overages to Deposit 
Account No. 500393. 



Respectfully submitted, 

Schwabe, Williamson & Wyatt, P.C. 



Dated: April 23. 2004 




By Aloysius AuYeung, Reg No. 35,432 
Attorney for Appellant Applicant 
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Appendix A - Claims As Pending 



1 1 . (Once Amended) A mail delivery apparatus for delivery of mail to a user's physical 

2 address comprising: 

3 a storage device; and 

4 a processor coupled to the storage device; 

5 the storage device storing a program for controlling the processor; and 

6 the processor operative with the program to 

7 receive an electronic message that includes message attributes including a 

8 message recipient and printing criteria, 

9 determine a recipient physical address responsive to the message recipient 

10 attribute contained with the electronic message, 

1 1 V^compare the message recipient physical address with a plurality of printing 

12 locations, 

13 select one of the printing locations based at least in part on the results of said 

14 compare and 

1 5 send the electronic message to the selected printing location. 



1 2. (Once Amended) The apparatus of claim 1 , in which 

2 the processor is further operative with the program to: 

3 query the printing locations having a desired set of attributes responsive to 

4 the printing criteria contained with the electronic message, and 

5 receive replies from the printing locations responsive to the query; and 

6 said select of one of the printing locations is further based at least in part on 

7 the replies. 
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1 3. (Once Amended) The apparatus of claim 1 , further including a database for 

2 storing a user record, said record having a counter measuring use of the mail 

3 delivery apparatus and operative with a promotional program to effect awarding 

4 prizes to the user. 

1 4. (Original) The apparatus of claim 1 , the database further including a plurality of 

2 advertisements, advertising attributes and recipient demographics, in which the 

3 processor is further operative with the program to: 

4 compare the advertising attributes to the recipient demographics; 

5 select at least one of the advertisements; and 

6 attached the selected advertisement(s) to the electronic message. 

1 5. (Once Amended) A method for converting an electronically generated message to 

2 a physical mail object to be delivered to a mail recipient's physical mail address, 

3 comprising: 

4 accessing an intermediate node from a sender's node on a global communication 

5 network; 

6 after accessing the intermediate node, transmitting information to the 

7 intermediate node including message, message recipient, and printing criteria; 

8 locating in a database the physical address information of the mail recipient; 

9 comparing the physical address information of the mail recipient to locations of a 

10 plurality of printing stations distributed across the global communications network; 

1 1 generating a printing instruction to print the message for delivery to the mail 

12 recipient at the recipient physical address, for a selected one of the printing stations, 

13 responsive to at least the result of said comparing; and 
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14 sending the printing instruction to the selected one of the printing stations to 

1 5 perform said printing for said delivery. 

1 6. (Once Amended) The method of claim 5, wherein the method further comprises 

2 querying the plurality of printing stations for printing station information, and storing 

3 the information from each of the printing stations at the intermediate node. 

1 7. (Cancelled) 

1 8. (Once Amended) The method of claim 6, wherein the printing station information 

2 includes a printing capability of the printing station. 

1 9. (Once Amended) The method of claim 6, wherein the printing station information 

2 includes a printing capacity of the printing station. 

1 10. (Once Amended) The method of claim 6, further includes: 

2 accepting bids from a plurality of advertisers having associated advertisements; 

3 selecting one or more advertisements based upon the bids; and 

4 inserting the selected one or more advertisements within the printing instruction. 

1 11. (Once Amended) A method for using a computer to facilitate communication 

2 between a message sender and at least one intended recipient, comprising: 

3 inputting into the computer a message; 

4 inputting into the computer a recipient physical address corresponding to the 

5 intended recipient of the message; 
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6 outputting the message and the recipient physical address electronically to a mail 

7 server; 

8 comparing the recipient physical address with a plurality of distributed printing 

9 locations; 

10 distributing the message to a selected one of the plurality of printing locations 

1 1 responsive to at least the result of said comparing; and 

12 printing the message at the selected one of the plurality of locations for delivery 

13 to the intended recipient. 

1 12. (Once Amended) The method of claim 1 1 , wherein the comparing includes 

2 calculating a goodness factor based in part upon a proximity of the plurality of 

3 distributed printing locations to the recipient physical address. 

1 1 3. (Once Amended) The method of claim 1 1 , wherein the method further includes 

2 calculating a goodness factor based in part upon a capacity of the plurality of 

3 distributed printing locations, and the selecting is further based on the goodness 

4 factor. 

1 14. (Once Amended) The method of claim 1 1 , wherein the method further includes 

2 calculating a goodness factor based in part upon a capability of the plurality of 

3 distributed printing locations, and the selecting is further based on the goodness 

4 factor. 

1 1 5. (Once Amended) The method of claim 1 1 , wherein the method further includes 

2 calculating a goodness factor based in part upon a price per impression bid by of the 
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plurality of distributed printing locations, and the selecting is further based on the 
goodness factor. 
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